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Reply to Office action of April 15, 2004 

REMARKS 

Claims 25 and 28-35 presently appear in this case. 
B o claims been allowed. The present amendment 

supplements applicant's -in response filed September is. 
2004, in response to the officii action of April IB. 2004. 
consideration and allowance are hereby respectfully urged. 

Briefly, the present invention relates to an 
isolated amino-terminally truncated HMTBS polypeptide having 
the sequence of residues 3-S8 if the EM.TES polypeptide of SEQ 
ID bo : i. The invention further relates to pharmaceutical 

. -„„ h , truncated RANTES polypeptide 

compositions comprising such a truncal 

and methods of use thereof. 

The present amendment is intended to supplement 
applicant's amendment of September 15, 2004- It is 
respectfully requested that this supplemental amendment be 
admitted pursuant to 37 C.F.R. il.UlO C*K which became 
effective on October 21, 2004. The RCE filed in this case was 
filed on October 15, 2004, prior to the date when the new 
rules relating to supplemental amendments became effective. 
Thus, it was not then realized that, unless suspension was 
requested with the RCE , a supplemental amendment could not be 
filed absent compliance with 37 C.F.R. §l.lH(a) (2) . 
Accordingly, it is urged that the examiner exercise his 
discretionary authority to enter this supplemental amendment, 
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» M that tM. 1 — — 

ia sufficient time - be entered in- the application filed 

before CI. examiner consider, the prior reply. m the 

notee accompanying the rule-^ino parage of 
September 21, 2004. the following statement appear, at » F* 

56517 (2004) : 

Examiners may enter and consider <*her 
supplemental amendments that are not listed 
in section 1.111 (a) U> U) • 
Froro this, it is clear that the examiner has the discretion to 
enter this response. Accordingly, this response should be 
entered because of the special situation that the KCB was 
filed prior to the effective date of the new rules, and it 
would therefore be unfair to apply them to the present 
supplemental amendment in the present case. 

Furthermore, the present supplemental amendment 
should be entered in accordance with 37 C.P.R. 
§ l.lllCa)C 2 )Ci><C), (D) or (F) . First, it is believed that 
the present amendment places the case into condition for 
allowance. Secondly, the amendment to claim 25 is being made 
in light of comments provided by the examiner in the advisory 
action of September 23, 2004, after the filing of applicant's 
amendment of September 15, 2004. Thirdly, it is believed that 
this amendment at the very least simplifies issues for appeal. 
Accordingly, consideration of the present supplemental 
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amendment in conjunction with applicant's amendment of 
September 15. 2004, i» respectfully urged. 

Following applicant amendment of septal 15. 
20 04. applicants received an advisory action advising 
applicants that the recitation of "CC*1 and CCK3 antagonistic 
activity" and "CCRS agonistic activity" are new issues that 

. , Piously- The examiner further 
have not been searched previously- 

stated that applicants have failed to provide Information as 
to where these specific limitations are in the instant 

specification . 

Claim 25 has now been amended to delete specific 
reference to CCR1 and CCR3 HANTES antagonistic activity and 
CCR5 agonistic activity. Instead, the claim has been amended 
to read that the truncated KAHTES polypeptide of the present 
mention "has the ability to inhiHt monocyte cell chemotaxis 
towards CC chemdcines-. and "the ability to retain the 
capacity of intact BASTES to bind CCR5". « to the ability to 
inhibit monocyte cell chemotaxia towards CC chemofcines. the 
acinar- s attention is invited to page X.. Table XV. of the 
present specification, in conjunction with the paragraph 
bridging pages 13 and 14. and Table I at page 1.. « to the 
ability to retain the capacity of intact RANTSS to bind CC*5, 
reference is made to page 17, line 12. of the present 
specification. 
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Appln. No- ? 9 /"'' e !^ ted ucBnter 21, 2004 
^cTofficf act^of April 15. 2004 

While this definition of the properties of the 
trun cat*d ****** polypeptide of the present invention is 
slightly different fro« that suited after the previous 
final rejection, the arguments relating to the references are 
still fully applicable. « is totally united that the 
sa»a co^ound will have the ability to inhibit oocyte cell 
che-taxis towards =c che^ines . and yet will retain the 
capacity of intact K^HS to bind CCRS. This unusual 
cognation of properties is not suggested by Son, or Kollins. 
.here certainly would have been no reasonable expectation fro» 
m reading of Gong that »»»-Ml «i» — ^ " 
in hibit monocyte cell =he m otaxis towards cc cheques, but 

• t-v,« caD acity of intact RANTES to bind CCR5- 
will retain the capacity " L 

Maintenance of CC* binding and the agonistic properties with 

. • Ar>f q would rebut any 

■ totally surprising, ana wouiu 

respect thereto, are cocaixy 

P r^ f *cie case of obviousness established by the examiner. 
Purther.ore, the «oso reference of record would cause one of 
ordinary -Kill in the art to believe Erroneously, that the 1- 
2 truncation of SANTES would be fully agonistic Therefore. 
tb ere would have been no reasonable expectation fro m a reading 
of Gong and Koso that th. 1-2 truncation would inhibit 
„te cell che^otaxls towards CO ohe.oKines. yet would 
retain the capacity of intact KMTES to bind CCK5. The 
cognation of Collins with Proudfoot does not establish a 
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prima facie case of obviousness for the same reason* as 
discussed above with respect to Gong. The special properties 
of the now claimed sing!e embodiment. RANTES (3-68) , would not 
have been reasonably predictable to one of ordinary skill in 
the art, and would not have been expected. 

Accordingly, for the reasons presented in 
applicant's amendment of September 15, 2004, as supplemented 
above, the examiner has not established a prim* facie case of 
obviousness, because those of ordinary skill in the art would 
not have had motivation to make the necessary changes with a 
reasonable expectation of success.. However, even to the 
extent that it is considered that a prima facie case of 
obviousness has been established, or that there is prima facie 
structural obviousness, such has been rebutted by the evidence 
of unexpected properties that the specification establishes 
for the claimed truncated RANTES polypeptide. It is well 
established that the presence of an unexpected property is 
evidence of non-obviousness, even with respect to a chemical 
compound. In this regard, the examiner's attention is invited 
to MPEP 716.02 (a) III, which states: 

IIX. PRESENCE OP AN UNEXPECTED PROPERTY IS 
EVIDENCE OF NONOBVIOUSNESS 

Presence of a property not possessed by the 
prior art is evidence of nonobviousness . in 
re Papesch, 315 F.2d 381, 137 USPQ 43 (CCPA 
1963) (rejection of claims to compound 
structurally similar to the prior art 
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compound was reversed because claimed 
compound unexpectedly possessed anti- 
SSatnrnatory properties not possessed by the 
orior art compound) ; Ex parte Thumm 132 
USPQ 66 (Bd. App. 1961) (Appellant showed 
that the claimed range of ethylene diamine 
was effective for the purpose of producing 
» 'regenerated cellulose consisting 
substantially entirely of skin- - whereas 
the prior art warned "this compound has 
•practically no effect.' ») . The submission 
of evidence that a new product possesses 
unexpected properties does not necessarily 
require a conclusion that the claimed 
invention is nonobvious. In re Payne, 606 
F 2d 303, 203 USPQ 245 (CCPA 1919). See the 
discussion of latent properties and 
additional advantages in MPEP § 2145. 

The examiner's attention is also invited to MPEP 2144.09, and 
particularly in the section titled "Prima Facie Case 
Rebuttable by Evidence of Superior or Unexpected Results", 
which states, in pertinent part: 

A prima facie case of obviousness based on 
structural similarity is rebuttable by proof 
that the claimed compounds possess 
unexpectedly advantageous or superior 
properties. In re Papesch, 315 F.2d 381, 
137 USPQ 43 (CCPA 1963) (Affidavit evidence 
which showed that claimed triethylated 
compounds possessed anti -inflammatory 
activity whereas prior art trimethylated 
compounds did not was sufficient to overcome 
obviousness rejection based on the 
homologous relationship between the prior 
art and claimed compounds.); In re Wiechert, 
370 F.2d 927, 152 USPQ 247 (CCPA 1967) (a 7- 
fold improvement of activity over the prior 
art held sufficient to rebut prima, facie 
obviousness based on close structural 
similarity) . 
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Accordingly, for the reasons submitted herein, in 
conjunction with the reasons submitted in applicant's 

i= 5004 all of the claims now present 
amendment of September 15, 2004, all or 

. , ^ rP f P r e ncss of record and fully 
in case clearly define over the references 

, «nsc §112. Reconsideration and allowance are 

comply with 35 U.S.c. si^. 

therefore earnestly solicited. 

Respectfully submitted, 

BROWDY AND NEIMARK, P.L-L-C. 
Attorneys for Appli' 
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I hereby certify that this Supplemental Amendment is 
being facsimile transmitted to the Patent and Trademark Office, 
on the date shown below. 
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